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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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4) E3 Claim(s) 1-20,22,27-32,34 and 35 is/are pending in the application. 
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5) Q Claim(s) is/are allowed. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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1 . All prior grounds of rejection have been overcome. However, indication of 
allowable subject matter is withdrawn in view of the following grounds of rejection. 

2. Claims 1, 4-14, 17, 27-30, 32, 34 and 35 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. Use of the phrases 
"an upper layer", "an uppermost layer", "the upper layer", and "the uppermost layer" are 
confusing. The first two phrases appear to indicate that there can be more than one 
upper layer and more than one uppermost layer. It is also unclear how the upper layer 
can be anything but the uppermost layer. If the upper layer does not have to be 
uppermost, what is required for a layer to be recited as "the upper layer?" Can other 
layers cover the upper layer? The uppermost layer? Clarification is required. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 17 is rejected under 35 U.S.C. 102(e) as being anticipated by Ishida et al. 
(US 2004/0081773). The recording sheet of the reference has a support and at least 
one layer thereon containing a cationic particulate organic component (see the 
abstract). The cationic particles have a glass transition temperature of 65°C or higher 
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[0073]. The layer may contain inorganic particles in amounts of 1 to 40 parts by weight 
based upon the 100 parts by weight of the cationic component. A small amount of 
binder may be present [0091 , 0095]. The layer is preferably the outermost layer [0101]. 

3. Claims 1, 4, 6, 7, 10, 12, 14, 17, 27, 29, and 35 are rejected under 35 
U.S.C. 102(e) as being anticipated by Sadasivan et al. (US 2003/0108690). The 
reference discloses an ink jet recording element comprising a substrate having a porous 
image receiving layer thereon (See the abstract). The layer comprises organic 
polymers and cationic polymer particles. The organic particles are polymeric and 
include a core of polymer with glass transition temperature of at least about 60°C and a 
coating of glass transition temperature below 100°C [0022, 0024]. Inorganic particles 
may also be present [0030]. The amount of inorganic particles, determined by the 
required amounts of other components, i.e. organic particles, cationic polymeric 
particles and binder that must be present, may be within the claimed range [0044, 0045, 
0047]. A base layer comprising inorganic particles may also be included to absorb ink 
solvent [0048]. The substrate may be resin-coated paper [0050]. Particles size of the 
inorganic particles is 5 to 1000 nm [0022]. The binder may be polyvinyl alcohol [0046]. 

4. Claims 1, 4-14, 27-30, 32, 34, 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sadasivan et al. (US 2003/0108690). It would have been obvious to 
one of ordinary skill in the art to use any of the well known inorganic particulates 
conventionally used in this art for the well known advantages associated with each of 
these conventional pigments, including silica and fused silica. The reference gives 
coating thicknesses rather than weights. Based upon the reference teachings of 
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coating thicknesses and weight percentages of components in the coating, it would 
have been obvious to one of ordinary skill in the to determine the coating weight for 
each component and the layer overall. The reference suggests that the base layers 
need only include pigment and/or binder. Based upon this disclosure and the purposed 
of absorbing ink solvent set forth in the reference, it would have been obvious to one of 
ordinary skill in the art to include more than 50 weight % inorganic particles in the base 
layer. Finally, the reference does not disclose a range of particle sizes for the organic 
particles, however, the examples include sizes that are slightly below applicants' 
claimed range. Based upon these values and the lack of a specified range in the 
reference, it would have been obvious to one of ordinary skill in the art to determine a 
particle size range that results in short dry times, low levels of coating cracking, and 
required levels of porosity. 

5. Applicants arguments with respect to claims 1 , 4-14, 17, 27-30, 32, 34, and 35 
have been considered but are moot in view of the new ground(s) of rejection. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela Schwartz whose telephone number is (571) 
272-1528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on (571) 272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

PRSchwartz 
February 1 , 2006 



